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Intellectual Property Practice
Mori Hamada & Matsumoto (the "firm") provides a broad range of legal
services in the field of intellectual property, such as patents, trademarks,
copyrights and trade secrets, including the handling of infringement cases,
arbitrations and other dispute resolutions, invalidity trials and trademark
prosecutions and providing advice on valuation and strategic use of
intellectual property.

The firm handles large-scale and complicated infringement cases and
arbitrations related to intellectual property, both in and outside Japan, and
it has abundant experience and an outstanding record of achievement in
licensing, joint research and development, technology transfers, and other
complicated transactions related to intellectual property.

IP Litigation - Japan
The firm has handled infringement cases involving patents, trademarks,
designs and copyrights, cases seeking provisional disposition for injunction
orders against acts of infringement or unfair competition, as well as
invalidity trials and appeals involving patent invalidations, thereby
accumulating an excellent record of achievement and experience in these
matters. The firm also has abundant experience in litigation seeking
compensation for employee inventions, in addition to dispute resolutions
involving licensing and technology transactions. The firm's experience in
IP practice has seen it handle matters in various fields, including electronic
devices, optical devices, semiconductors, telecommunication, information
technology, medicine, bioscience, life science, healthcare, and consumable
commodities. In addition, the firm's flexible dispute resolution team
structure has enabled it to accumulate experience in handling not only
large-scale cases but also small cases. The firm aims to provide strategic
dispute resolution services with a view to maximizing the benefits achieved

Intellectual Property

for our clients.

Practice
IP Litigation - Worldwide
With the globalization of corporate business activities, intellectual
property disputes are often transnational in nature. In order to handle
international IP disputes, attorneys at the firm have accumulated
specialized knowledge and expertise obtained from studying and training
abroad. In addition, the firm works closely with other leading international
law firms to provide strategic advice, with a view to achieving the best
possible result for our clients. In recent years, the firm has provided clients
with efficient solutions in a variety of IP disputes arising in China and
elsewhere in Asia through its offices located in China, Singapore,
Myanmar, and Bangkok. The firm has also developed a track record of
successfully handling arbitration cases before the International Court of
Arbitration of the ICC and other international courts.
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IP Transactions
The firm's IP practice group represents clients in a wide range of crossborder IP transactions, including license agreements, joint research and
development agreements, technology transfer agreements, and content and
software development, and assists clients in formulating schemes and
strategies and by drafting and reviewing transactional documentation. In
addition, the firm has abundant experience handling M&A and investment
transactions where intellectual property constitutes the material asset of
the target company, as well as structured finance transactions where
intellectual property is used as collateral. The firm's IP practice covers a
wide range of fields, handling matters in the technology sector, the
entertainment industry (including movies, music and games), and for
sports-related businesses.

IP Management

Intellectual Property
Practice

Recent court cases in Japan have made it increasingly important for both
large and small companies to pay careful attention to the management of
intellectual property generated in the course of day-to-day operations. In
particular, development of appropriate management systems for preventing
the leaking or divulgence of trade secrets to outsiders has become essential
in recent years. The firm provides advice both to startup ventures and
large cor porations, as well as universities and other educational
institutions, in connection with internal policies and procedures to control,
protect, acquire, and utilize intellectual property according to the specialty,
business, and operations of those entities.
The firm also advises on control systems for customer information and
other personal information, which have become increasingly important
given recent legislation focusing on protection of the privacy of personal
information maintained by companies.
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Trademark Prosecutions
The firm's trademark team, which consists of both attorneys-at-law and
trademark attorneys, provides a broad range of services in the field of
trademark prosecutions, including prior trademark searches, advice on
trademark portfolio strategies, and filing of trademark applications, and
also handles cancellation trials both in and outside Japan.

Cutting Edge and Specialized Legal Services
The firm's IP practice group regularly holds internal workshops to study
and analyze the latest relevant judicial precedents and share knowledge
and know-how obtained through the experience of each attorney in order
to improve the quality of services provided by the practice group as a
whole. The firm often sponsors IP-related seminars and lectures for the
benefit of clients and encourages its attorneys to publish articles on topics
of current legal interest in the intellectual property field.
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Experience
Featured below are just some of the many intellectual property matters
that the firm's attorneys have handled.

2019
●

Filed, on behalf of a Japanese system development vendor, a patent
infringement lawsuit against a foreign competitor at the Tokyo District
Court and achieved a winning settlement obligating the other party to
purchase products

●

Assisted a Japanese material manufacturer in negotiating and drafting
an agreement concerning licensing of a patent and know-how to a
European company

●

resolution center for the transfer of a domain and succeeded in enabling

Intellectual Property
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Filed, on behalf of a Japanese company, a request with WIPO's domain

the transfer
●

Advised on the establishment of a joint venture operating a fi lm
distribution business, etc. between a Japanese company and a U.S.
company

●

Assisted in requesting an invalidation trial concerning a trademark that
had been applied for using a misappropriated application in Vietnam

●

Assisted Japanese companies in arranging for the execution of
administrative raids and requesting an invalidation trial concerning
patent infringement in China (daily necessities, beauty appliances,
game software, etc.)

●

Assisted Japanese manufacturers in entering into a technology license
agreement with a Chinese state-owned company

●

Successfully took measures on behalf of Japanese companies against
imitations and pirated copies (of communications technology, machinery,
vehicles,

pharmaceuticals,

beauty

appliances,

game

software,

animation, etc.) in China and other Asian countries by arranging for the
execution of administrative raids and lawsuits in relation to trademark
and copyright infringements
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●

Filed, on behalf of Japanese companies, for trademark invalidation
relating to a trademark that had been applied for (using a misappropriated
application) and registered in China without authorization and
successfully obtained a trial decision and judgment invalidating the
trademark (in industries including those for machinery tools, machinery,
automobile parts, pharmaceutical manufacture, and services)

●

Advised a number of Japanese companies on the licensing of rights for
Japanese content to Chinese and other Asian companies

●

Provided advice and other services to Japanese companies with respect
to portfolio diagnosis for, and strategies for the application of, trademarks
and designs both in and outside Japan and undertook procedures for
the filing of an application and intermediate treatments on behalf of
those Japanese companies

2018
●

Represented a French life sciences company in a lawsuit against a global
pharmaceutical company (at the Intellectual Property High Court) seeking

Intellectual Property

rescission of a trial decision for a bioengineering patent and achieved

Practice

victory in the case by obtaining a decision invalidating the patent
●

Represented a Japanese subsidiary of a major U.S. pharmaceutical
company in a lawsuit against a global pharmaceutical company (at the
Intellectual Property High Court) seeking rescission of a trial decision
for a patent related to molecularly targeted therapy and achieved victory
in the case by obtaining a decision invalidating the patent and rescinding
the trial decision

●

Represented a Japanese subsidiary of a major U.S. pharmaceutical
company as an appellee (defendant) in an appeal (at the Intellectual
Property High Court) of a patent right infringement lawsuit regarding an
anticancer drug and achieved victory in the case by obtaining a decision
dismissing the appeal and the claim; in addition, in a related case seeking
rescission of the Japan Patent Office's trial decision for the continued
maintenance of a patent (at the Intellectual Property High Court), the fi rm
represented the appellant and achieved victory in the case by obtaining a
decision invalidating the patent and rescinding the trial decision
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●

Represented a Japanese IT company in patent infringement lawsuits
brought before multiple courts in China by a Chinese company and
achieved a winning settlement dismissing the claims without imposing
any responsibility on our client

●

Represented a Japanese game software manufacturer in a copyright
infringement lawsuit brought before the Beijing High Court against a Chinese
game software manufacturer and achieved victory in the case by obtaining a
decision dismissing the appeal, obtaining an injunction, and securing damages

●

Represented a Japanese automobile parts manufacturer in a case
seeking the following brought by a major non-practicing entity (NPE)
and achieved complete victory by obtaining a decision dismissing the
claims and invalidating all patents: an injunction on the import of
products, brought before the U.S. International Trade Commission; and
an injunction on the import of products, as well as damages, brought
before the U.S. District Court for the Eastern District of Michigan

●

Represented a Japanese machinery manufacturer in a case requesting
an invalidation trial concerning a trademark that had been applied for
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using a misappropriated application in China and achieved victory in

Practice

the case by obtaining clarification of the trademark's protected status
as a "well-known trademark" and invalidating the trademark that had
been applied for using a misappropriated application in China
●

Represented a patentee in a lawsuit (at the Intellectual Property High
Court) seeking rescission of a trial decision that was filed against a trial
decision to continue maintenance of a common use patent for an anesthetic
belonging to U.S. and European pharmaceutical companies and achieved
victory in the case by obtaining a decision maintaining the patent

●

Represented a major Japanese SNS company (defendant) in an
infringement lawsuit based on a patent for a service providing mobile
handset characters and achieved victory in the case by obtaining a
decision dismissing the appeal

●

Assisted a major Japanese pharmaceutical company in negotiating a
pharmaceutical license agreement with a major U.S. pharmaceutical company

●

Assisted a major Japanese apparel company in negotiating and drafting
an agreement concerning the transfer of a cross-national brand (trademark)
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2017
●

Represented a system development vendor in a lawsuit seeking damages
on the grounds that the vendor defaulted on obligations related to
development of a system, and in a lawsuit seeking damages on the
grounds that a user breached its obligation to cooperate with the vendor
(at Sapporo High Court) and achieved victory in both cases

●

Represented a toy wholesaler (at the Tokyo High Court) in a lawsuit
seeking damages on the grounds that a vendor defaulted on obligations
related to development of a system (of which the toy distributor was a
user) and achieved victory

●

Represented a major U.S. pharmaceutical company as a patentee in a
request to the Japan Patent Office for an invalidation trial concerning a
sedative utility patent and achieved victory in the case by obtaining a
decision enforcing the continued maintenance of the patent

●

Represented a major Japanese SNS operator as a defendant in a case
seeking damages for a software-related patent infringement (at the
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Tokyo District Court) and achieved victory in the case by obtaining a
decision dismissing the claim
●

Represented an automobile parts manufacturer in a patent infringement
lawsuit filed by a competitor (at the Tokyo District Court) and achieved
victory in the case by obtaining a decision dismissing the claim

●

Represented a Japanese beverage company in the filing of a litigation
appealing a verdict in a trial revoking a trademark due to non-use
brought by a competitor and achieved a winning settlement

●

Represented a Japanese automobile parts manufacturer in a patent
invalidation procedure (through inter partes review, IPR) requested in
opposition to a patent infringement lawsuit filed by a non-practicing
entity (NPE) before the U.S. District Court for the Eastern District of
Michigan and achieved complete victory (invalidating all patents)

●

Represented a Japanese game software manufacturer in a copyright
infringement lawsuit brought before the Beijing Intellectual Property
Court against a Chinese game software manufacturer and achieved
victory by obtaining an injunction and securing damages
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2016
●

Represented a Japanese subsidiary of a major U.S. pioneering
pharmaceutical company in a patent right infringement lawsuit for
pharmaceuticals and in a case where a petition was filed for provisional
disposition demanding an injunction on the manufacture and sale of the
pharmaceuticals (at the Tokyo District Court) and achieved complete
victory in both cases

●

Represented a Japanese subsidiary of a major U.S. generic pharmaceutical
company in a case seeking rescission of a trial decision for a patent right
for pharmaceuticals (at the Intellectual Property High Court) and
obtained a judgment for the continued enforcement of the patent
invalidation

●

Represented a major telecommunications equipment manufacturer in a
patent right infringement lawsuit related to telecommunications
equipment (at the Tokyo District Court) and achieved complete victory

●

Intellectual Property
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Won a provisional disposition case at the Intellectual Property High
Court seeking a prior ban on publication of commentary on judicial
precedent, representing a Japanese publisher

●

Represented a consumer goods manufacturer in a lawsuit fi led in
relation to a violation of the Unfair Competition Prevention Act on the
grounds of imitation of the configuration of goods (at the Tokyo District
Court and the Intellectual Property High Court) and achieved complete
victory in both instances

●

Represented an estate of a prominent American artist in a lawsuit
seeking an injunction on acts of unfair competition and achieved
complete victory

●

Represented

a

Japanese

machinery

manufacturer

in

a

patent

infringement lawsuit in Landgericht Düsseldorf (Dusseldorf District
Court), Germany and won the case by obtaining an injunction against
the products manufactured by the other party
●

Halted the expansion of infringement and took reoccurrence prevention
measures in a case where a Japanese company's trade secret was taken
from the company without authorization in China

●

Advised on an M&A transaction by a Japanese subsidiary of a major
U.S. entertainment company

M ORI H AMADA & M ATSUMOTO
- 9 -

Awards and Rankings
Featured here are just some of the many awards and industry-related rankings
received by the Intellectual Property Practice Group and its individual members.

Chambers Global 2020

Chambers Asia Paciﬁc 2020

The firm was ranked in the top

The firm was ranked in the top

t ie r fo r t h e p r a c t ic e a r e a o f

tier of recommended law fi rms in

"Intellectual Property," and our

the practice area of "Intellectual

law yers na med below were

Property." and our lawyer named

evaluated favorably by Chambers

below was recognized as a "Leading

Global 2020.

Individual."

Intellectual Property
JAPAN
Leading Individual:

Yutaka Miyoshi

Yutaka Miyoshi
Foreign expert for China:

Yoshifumi Onodera
CHINA
Intellectual Property (International Firms)
Foreign expertise based abroad in Japan:

Yoshifumi Onodera

The Legal 500 Asia Paciﬁc 2020
The firm was ranked in the top tier of
recommended law firms in the practice
area of "Intellectual Property" and our
lawyers named below were recognized
as "Leading individuals."

Yoshifumi Onodera
Atsushi Okada
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Best Lawyersʀ:

Asialaw Leading
Lawyers 2020

The Eleventh Edition of The

Our lawyers named below were

Our lawyers named below were

Best Lawyers™ in Japan

evaluated favorably in the practice

recognized in the Eleventh Edition of

areas of "Intellectual Property"

The Best Lawyers in Japan in the practice

and "Dispute Resolution."

areas of Intellectual Property Law,
Telecommunications Law, Arbitration

Intellectual Property
Distinguished practitioner:

and Mediation, and Media and
Entertainment Law.

Yutaka Miyoshi

Takuya Iizuka
Hiroki Saito
Hiroko Yamamoto
Tsunemichi Yokoyama
Yutaka Miyoshi
Yoshifumi Onodera
Tetsushi Kamimura
Atsushi Okada
Hiroyuki Tanaka
Yoshinori Tatsuno
Susumu Sasaki

Notable practitioner:

Hiroyuki Tanaka
Dispute Resolution
Notable practitioner:

Atsushi Okada

World Trademark Review 1000 -

The World's Leading Trademark Professionals 2020

The firm was selected as one of the leading firms in Japan (winning the silver prize)
and our lawyers and patent attorney named below were recognized
as leading individuals in Japan.

Yutaka Miyoshi

Individuals: Enforcement and litigation (Silver)

Yoshifumi Onodera
Naofumi Tanaka

Individuals: Enforcement and litigation (Bronze)
Individuals: Prosecution and strategy(Silver)

ALB IP Rankings 2019
The firm was ranked highly (Tier1) in the practice areas of "Patents" and
"Copyright/Trademarks" in the Japan Domestic category.
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Members of Intellectual
Property Practice Group
The experienced members of the Intellectual Property Practice Group
regularly exchange opinions and share up-to-date information concerning
revisions to laws and regulations in Japan and abroad and trends in this
practice area, as well as expertise accumulated through the matters they
have handled.

The principal members of this practice group are introduced on the
following pages.
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Takuya Iizuka / Partner
Takuya Iizuka represents a var iety of clients in
numerous lawsuits related to intellectual property,
such as patent infr ingement lawsuits, copyr ight
infringement lawsuits, and trade secret infringement
lawsuits, as well as insolvency cases and tax lawsuits
in which the handling of intellectual property rights is
in question. He also handles a broad range of general

Takuya Iizuka
Partner

Admitted in Japan, 1990

Tokyo Bar Association

lawsuits t hat requi re tech n ic a l under sta ndi ng,
including disputes concerning medical malpractice
and liability for defects in equipment or parts. He is
an expert on technology transfers carried out in
cooperation bet ween industr ial enter pr ises a nd
universities and utilizes this knowledge in his role as a
visiting professor at the Organization for Research
Promotion, Iwate University. He has been recognized
in multiple editions of The Best Lawyers in Japan in the
practice area of Intellectual Property Law.

tel. +81-3-5223-7724

Background

- Chuo University (LL.B., 1988)

- Visiting fellow, conducting comparative study of patent
systems, The Max-Planck Institute, Munich (1996-1997)

- The University of Munich (LL.M., 1997)

- Pa r t-t i me L ect urer at Tohoku Un iversit y School of
Engineering (Patent Act) (2002-2020)

- Visiting professor at the Organization for Research
Promotion, Iwate University (2003-)

- External Researcher at Central Research Institute of
Intellectual Property, Japan Patent Attorneys Association
(2004-2013)

- Member of Bar Examination Committee (Intellectual
Property Laws) (2010-2013)

- Vice President of Intellectual Property Laws Division,
Tokyo Bar Association (2014-2018)

- Exter nal Resea rcher (Theor y of Da mages – Fur t her

Research) at the Central Research Institute of Intellectual
Property, Japan Patent Attorneys Association (2016-2018)

- President of Intellectual Property Laws Division, Tokyo
Bar Association (2018-2020)

takuya.iizuka@mhm-global.com

Hiroki Saito / Partner
Hiroki Saito specializes in intellectual proper ty,
technology transactions, strategic alliances, and joint
venture deals and related dispute resolutions. He has
successfully negotiated a variety of domestic and
inter national transactions involving intellectual
proper t y, including licensing, development, a nd
strategic alliances, as well as various cor porate

Hiroki Saito
Partner

transactions. He actively consults on recent high-tech

- New York University School of Law (LL.M., 1994)

- with Morrison & Foerster, San Francisco (1994-1995)

- with McCutchen, Doyle, Brown & Enersen, San Francisco (1995)
- Director, Licensing Executives Society Japan (2015-)

- Auditor, International Literary and Artistic Association of
Japan (2015-)

- President, Licensing Executives Society Japan (2020-)

privacy. He represents clients in the ICT, health care,

Admitted in Japan, 1990

Admitted in New York, 1995

editions of The Best Lawyers in Japan in the practice

New York State Bar Association

- The University of Tokyo (LL.B., 1988)

legal issues, including AI, IoT, big data and data
electronics, telecommunications and entertainment

Daini Tokyo Bar Association

Background

industr ies.

He has been recognized in multiple

areas of Intellectual Proper t y Law, Infor mation
Technology Law, and Media and Entertainment Law.

tel. +81-3-6266-8503

hiroki.saito@mhm-global.com
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Hiroko Yamamoto / Partner
Hiroko Ya ma moto adv ises clients on IP-related
transactions, litigation, M&A, joint ventures, and
reg ulator y laws i n t he a rea s of enter ta i n ment,
including movies, music, and games, music events,
spor t s event s , satel l ite broadc a st i ng, on l i ne
adver t isi ng, i n for mat ion a nd com mu n ic at ions ,
telecommunications, personal information IoT, M2M,

Hiroko Yamamoto
Partner

Admitted in Japan, 1990

autonomous vehicles, artificial intelligence, FinTech,
and medical equipment. She has handled a wide
range of inter national transactions and dispute
resolutions since registering as a lawyer.

Background

- Waseda University (LL.B., 1979)

- New York University School of Law (LL.M., 1994)

- w ith Gray Ca r y Wa re & Freidenr ich LLP, Palo A lto
(currently DLA Piper LLP, Silicon Valley, CA) (1995)

- Visit i ng Resea rcher at I nter facult y I n it iat ive of
Information Studies, The University of Tokyo (2010-2011)

- Visiting Professor of the Graduate School of Business,

A o y a m a U n i v e r s i t y, S t r a t e g i c M a n a g e m e n t a n d
Intellectual Property Rights Program (2011-)

- Member of Inter national Legal Cooperation Center,
Committee on International Relations, Japan Federation
of Bar Associations (2014-)

Dai-ichi Tokyo Bar Association
Admitted in New York, 2000

New York State Bar Association

tel. +81-3-6266-8504

hiroko.yamamoto@mhm-global.com

Tsunemichi Yokoyama / Partner
Tsunemichi Yokoyama is engaged in a wide range of
corporate legal affairs with a focus on consumerrelated laws, personal information protection laws,
and telecommunication-related laws concerning IT
business and intellectual property. He has written
extensively on IT business, information protection,

Background

- The University of Tokyo (LL.B., 1991)

- Lecturer at Tsukuba University Graduate School (2001-2002)
- Lecturer at Tohoku University Law School (2004-2006)

- Senior Executive Director of Entertainment Lawyers
Network (2007-)

- Lecturer at Gakushuin University Law School (2008-2010)

and intellectual property issues.

Tsunemichi Yokoyama
Partner

Admitted in Japan, 1993

Daini Tokyo Bar Association

tel. +81-3-5223-7739

tsunemichi.yokoyama@mhm-global.com
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Yutaka Miyoshi / Partner
Yut a k a M iyos h i fo c us es on patent , copy r ig ht ,
trademark and trade secret litigation, as well as a
variety of IP-related transactions including M&A
and licensing, while also engaging in many domestic
a nd i nter nat iona l h ig h-prof ile lawsuits a nd
technology transfers. His practice covers a variety
of indust r ies, including dr ugs, bio - eng ineer ing,

Yutaka Miyoshi
Partner

telecommunications, Inter net-related businesses,
game software, sports, and entertainment. He also
has vast experience handling cases in jurisdictions

Admitted in Japan, 1995

outside Japan, including the U.S. and Europe, as well

Admitted in New York, 2004

His writings include "Patent Litigation in Japan" (co-

Tokyo Bar Association

New York State Bar Association

as international arbitrations before ICC and JCAA.
aut hor, P rac t ic a l L aw, 2018) a nd "Trade M a rk
Litigation" (co-author, The European Lawyer Ltd.,

Background

- Keio University (LL.B., 1991)

- The George Washington University Law School (LL.M.,
Intellectual Property, 2003)

- with Finnegan, Henderson, Farabow, Garrett & Dunner
LLP, Washington DC (2003-2004)

- Part-time Lecturer, Graduate School of Management of Science
and Technology, the Tokyo University of Science (2007-2008)

- Part-time Lecturer at Rikkyo Law School (2010-2011)

- Member of L ega l Com m it tee, A sia n Footba l l
Confederation (2011-)

- M e mb e r of E xe c ut ive C o m m it te e , Ja p a n Fo otb a l l
Association (2012-)

- Member of Unfair Competition Prevention Draft Guideline
Formulation Working Group, Ministry of Economy, Trade

and Industry (2017-2018)

- Member of Japan Patent Attorneys Association's "Working
Group for Reviewing Training Curriculums in Response to
Revisions to the Patent Attorney Act" (2018-2019)

2013).

tel. +81-3-5223-7749

yutaka.miyoshi@mhm-global.com

Yoshifumi Onodera / Partner
Yo s h i f u m i O no de r a fo c u s e s o n do m e s t ic a n d
international dispute resolutions and licensing in
relation to intellectual proper ty as well as TMT
mat ters.

Wit h h is backg round in t he f ields of

chemistry and biology, he has handled matters that
require a high degree of technical expertise in various
fields of technology. He handles a number of IP-

Yoshifumi Onodera
Partner

Admitted in Japan, 2000

Daini Tokyo Bar Association

related matters involving not only Japan, Europe, and
the U.S. but also China and other Asian countries. He
served as the Representative Partner of the firm's
Beijing Office from 2014 to 2020 and provides services
utilizing his sophisticated knowledge of Chinese
practice. He has been recognized as a leading lawyer
in Japan in major ranking tables, such as Chambers
Global, The Legal 500 Asia Pacific, World Trademark
Review 1000, IAM Patent 1000, The Best Lawyers in
Japan , Who's Who Legal, and Expert Guide.

tel. +81-3-5223-7769

Background

- Department of Forest Science, Faculty of Agriculture,
The University of Tokyo (1998)

- Visiting Professor at Aoyama Gakuin University Law
School (Intellectual Property Law) (2007-2015)

- Member of Intellectual Property Center Committee, Japan
Federation of Bar Associations (International PT) (2013-)

- Candidate for Intellectual Property Right Expert Advisor
Tokyo Customs (2014-2019)

- Off icer of I ntellect ua l P roper t y a nd Enter ta in ment
Committee, International Bar Association (IBA) (2014-)

- Chief Representative of Beijing Office, Mori Hamada &
Matsumoto (2014-2020)

- Member of the Intellectual Property Laws Advisory Group
for "Legal and Judicial Development Assistance Project" in

Myanmar, Japan International Cooperation Agency (2016-)

- Advisor for Damage from Counterfeit Products, Japan
Institute for Promoting Invention and Innovation (2016-)

- Member of Working Group on "Research and Study of

Intellectual Property Valuation in Foreign Countries," 2017

Industrial Property Right System International Comparative
Research and Study Project, Japan Patent Office (2017)

yoshifumi.onodera@mhm-global.com
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Atsushi Okada / Partner
Atsushi Okada focuses on international and domestic
infringement litigation, licensing, data protection,
c y b e r s e c u r i t y, M & A , a n d o t h e r I P/ I T r e l a t e d
transactions in a broad range of technical f ields
(including phar maceuticals, software, machiner y,
semiconductors and medical equipment).

He also

handles disputes concerning product liability and defect

Atsushi Okada
Partner

liabilit y, a nd is a n exper t in pr ivac y a nd globa l
compliance with data protection laws, including GDPR.
He is a founding member of the firm's Robotics Practice

Admitted in Japan, 2002

Group, Healthcare Practice Group and Fintech Practice

Admitted in New York, 2008

issues across industries. His extensive writings on

Daini Tokyo Bar Association
New York State Bar Association

Group and regularly advises on cutting edge technology
intellectual property include, "Patent Litigation" (coauthor, Thomson Reuters, 2016) and "Getting the Deal
Through - Cloud Computing 2018 - Japan Chapter" (coauthor, Law Business Research Ltd, 2017).

Background

- The University of Tokyo (LL.B., 2001)
- Harvard Law School (LL.M., 2007)

- with Weil, Gotshal & Manges LLP, Silicon Valley (2007-2008)

- Harvard University (Certificate in Applied Sciences, 2008)
- Lecturer at Rikkyo University, College of Law and Politics
(Patent and Trademark Laws) (2010-2011)

- Visit i ng P rofessor at Graduate School of Busi ness ,
Aoyama Gakuin University (Copyright Law) (2011-)

- Lecturer for the Infringement Litigation Training Program for

Patent Attorneys at the Japan Patent Attorneys Association

(Unfair Competition Prevention Law) (2015-2017)

- Member of St udy G roup on A I a nd Dat a Cont rac t

Guidelines, Ministry of Economy, Trade and Industry (2017-)

- E x per t Memb er of St udy G roup on Dat a Cont rac t

Guidelines in Agricultural Sector, Ministry of Agriculture,
Forestry and Fisheries
（2018-）

- Senior Researcher at Institute for Future Initiatives, the
University of Tokyo
（2019-）

- Lecturer for Mandator y Training at the Japan Patent
Attorneys Association (Amended Unfair Competition

Prevention Act and Data-Related Business) (2019-)

tel. +81-3-5220-1821

atsushi.okada@mhm-global.com

Tetsushi Kamimura / Partner
Tetsushi Kamimura has extensive knowledge and
experience in dispute resolutions and transactions
involving intellectual property in the fields of TV
broadcasting, entertainment, content, software, and
Internet-related technologies. In 2011, as one of the
lead counsels in three widely publicized copyright
infringement cases, he was successful before the
Japanese Supreme Court in reversing the Intellectual

Tetsushi Kamimura

Property High Court's decisions in these cases. He also

Admitted in Japan, 2002

and gives legal seminars. He has written extensively on

Partner

Daini Tokyo Bar Association

lectures at a graduate school of law, writes legal articles,
intellectual property issues, including "Getting the Deal
Through-Right of Publicity 2019-Japan Chapter" (coauthor, Law Business Research Ltd, 2019). He has been
recognized in multiple editions of The Best Lawyers in
Japan in the practice areas of Arbitration, Intellectual

Background

- Waseda University (LL.B., 1999)

- Waseda University, Graduate School of Law (LL.M.,
2001)

- Academic Advisor for Waseda Law School (2004-2009)

- Member of the Copyright Management and
Enlightenment Committee, Aoyama Gakuin University
(2005)

- Lecturer (Copyright) at Tokyo University of Science,

Specia l ist Graduate S chool , M a ster of I ntel lec t ua l
Property (MIP) (2007-2008)

- Lecturer (Intellectual Property Law) at Rikkyo University,
College of Law and Politics (2010-2011)

- Lecturer (Copyright Law) at Waseda Law School (2011-)

- Member of t he Committee on "Investigation Repor t

Regarding Policies for Collective Management of Copyright

and Related Rights," Agency for Cultural Affairs (2016)

- Lecturer for the Infringement Litigation Training Program

for Patent Attor neys at t he Japa n Patent Attor neys
Association (2018-)

Property Law and Media and Entertainment Law.

tel. +81-3-6266-8508

tetsushi.kamimura@mhm-global.com
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Hiroyuki Tanaka / Partner
Hiroyuki Tanaka handles a broad range of general
matters and dispute resolution cases related to domestic
and international intellectual property laws, IT, and
data protection. He has extensive experience handling
cases involving commercial disputes, such as intellectual
property infringement disputes and software litigation.
He is familiar with global data protection regulations
including GDPR, and he has extensive experience

Hiroyuki Tanaka

advising foreign clients about Japanese data protection

Admitted in Japan, 2007

domestic and international licensing of intellectual

Admitted in New York, 2014

information management. He has authored or co-

Partner

Daini Tokyo Bar Association
New York State Bar Association

Background

- Keio University (LL.B., 2004)
- Keio Law School (J.D., 2006)

- N e w Yo r k U n i v e r s i t y S c h o o l o f L a w ( L L . M . i n

C o m p e t i t i o n , I n n o v a t i o n , a n d I n fo r m a t i o n L a w,
Concentration in Intellectual Property Law, 2013)

- with Clayton Utz, Sydney (2013-2014)

- Lecturer (Intellectual Property Law I) at Keio University
(Department of Law) (2018)

- Advisor to Japan DPO Association (2019-)

laws and global data compliance. He is engaged in
property and also handles various matters involving
authored a number of articles and books regarding
intellectual property and data protection. He was
selected as a notable practitioner in the IP field in
asialaw PROFILES' "Asialaw Leading Lawyers 2020."

tel. +81-3-6266-8597

hiroyuki.tanaka@mhm-global.com

Yoshinori Tatsuno / Partner
Yoshinori Tatsuno has extensive experience handling
t e c h n o l o g y- r e l a t e d d i s p u t e s , i n c l u d i n g t h o s e
c onc er n i ng i ntel le c t ua l prop er t y, i n for m a t ion
technology and product liability, in a broad range of
technical fields (including software,
telecom mun icat ions, medicine, a nd medica l
equipment). He also handles various technology-

Yoshinori Tatsuno
Partner

related transactions, such as license agreements,

- The University of Tokyo, School of Arts and Science (M.S.,
2005)

- The University of Tokyo, School of Law (J.D., 2008)
- Harvard Law School (LL.M., 2015)

- with Weil, Gotshal and Manges LLP, New York (20152016)

- Singapore Office, Mori Hamada & Matsumoto (2016-2017)

development agreements. He has dealt with many
international disputes and transactions, including

Admitted in California, 2016

studying in the U.S. and serving at the firm's Singapore

The State Bar of California

- The University of Tokyo (B.Eng., 2003)

s ystem development ag reement s , a nd joi nt

Admitted in Japan, 2009

Daini Tokyo Bar Association

Background

international arbitration, utilizing his experience
office. He has written extensively on intellectual
property issues and the online sale of medical drugs,
etc.

tel. +81-3-6266-8785

yoshinori.tatsuno@mhm-global.com
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Susumu Sasaki / Counsel
Susumu Sasaki handles a broad range of matters in the
f i e l d s o f i nte l l e c t u a l p r o p e r t y r i g ht s , I T, a n d
entertainment. In addition to infringement litigation for
copyright, trademarks, patents, design rights, and trade
secrets, he is involved in the handling of a number of

Background

- The University of Tokyo (LL.B., 2002)

- Member of Committee, Daini Tokyo Bar Association
(2011)

- L e c t u rer (ex p er t cou r s e) at C ol lege of L a nd ,
Infrastructure, Transport and Tourism (2011-)

domain disputes, demands for disclosure involving
information identifying persons who send information

Susumu Sasaki
Counsel

Admitted in Japan, 2003

Daini Tokyo Bar Association

through telecommunication networks, and disputes and
litigation for system-based and content transactions. In
addition to providing general consultations on various
types of transactions, including content production,
licensing, joint development, and intellectual property
security, he handles investigations of legal regulations
on new online businesses, due diligence for content
companies in M& A transactions, and analysis in
patents infringements. He has written extensively on
copyright issues.

tel. +81-3-6266-8510

susumu.sasaki@mhm-global.com

Masafumi Masuda / Associate
M a s a f u m i M a s uda ut i l i z e s h i s b a c k g rou nd i n
engineering and his experience in Silicon Valley to
principally handle dispute resolutions and transactions
involving a variety of technical issues, especially those
related to IT and intellectual proper ty.

He has

extensive experience in the IT industry through his
working exper ience as a gover nment off icial in

Masafumi Masuda
Associate

Admitted in Japan, 2008

Daini Tokyo Bar Association
Admitted in New York, 2017

New York State Bar Association

METI and FSA. He also actively supports Japanese
companies expanding and operating their businesses
in Southeast Asia, utilizing his experience in Singapore.
He has written extensively on copyright and digital
content issues, including "Copyright and Rules for
Internet Business (2nd ed.)," (co-author, CRIC, 2020),
and "Digital Content Law and Policy" (co-author,
Asahi Shimbun Publications Inc., 2012), and given

Background

- The University of Tokyo (B. Eng., 2004)
- Chuo Law School (J.D., 2007)

- Med ia a nd C ontent I ndust r y D iv ision , M i n ist r y of

Economy, Trade and Industry (in charge of policies)
(2009-2010)

- C o n s u lt i n g Fel low fo r I A A , R e s e a rc h I n s t it ute of
Economy, Trade and Industry (2010-2013)

- Auditor of Content Overseas Distribution Association
(2010-2015)

- Part-time Lecturer of Interfaculty Initiative in Information
Studies, The University of Tokyo (2011-2012)

- Auditor of Japan Social Game Association (2012-2015)

- S t a n f o r d L a w S c h o o l ( L L . M . i n L a w, S c i e n c e &
Technology, 2016)

- with Kirkland & Ellis LLP, Chicago (2016-2017)

- Singapore Office, Mori Hamada & Matsumoto (2017-2018)
- Deputy Director of Fiancial Markets Division, Policy and
Markets Bureau, Financial Services Agency (2018-2020)

numerous lectures and presentations.

tel. +81-3-6266-8742

masafumi.masuda@mhm-global.com
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Masahiro Ueda / Associate
Masahiro Ueda is engaged in general corporate legal
affairs with a focus on litigation and dispute resolution
for patents and trademark infringement, and he
handles a wide range of general services related to
intellectual property, IT, and entertainment, including
consultation on many types of transactions, such as

Background

- Kobe University (LL.B., 2009)

- Labour Standards Bureau, Ministry of Health, Labour and
Welfare (Litigation Officer) (2016-2018)

- Cornell Law School (LL.M., 2019)

- with McDermott Will & Emery LLP, Washington D.C.
(2019-)

l icen se ag reement s , a nd M& A c a ses i nvolv i ng

Masahiro Ueda
Associate

Admitted in Japan, 2010

Daini Tokyo Bar Association

companies that hold a large number of intellectual
properties. He is extensively engaged in internetrelated matters, such a s defa mat ion, copy r ight
infringement, and requests for disclosure of sender
identification information. His extensive writings on
intellectual property rights include "Series on Practical
lssues of Corporate Litigation: Internet Litigation" (coauthor, Chuokeizai-sha, Inc., 2017).

tel. +81-3-6266-8796

masahiro.ueda@mhm-global.com

Hideaki Kuwahara / Associate
Hideaki Kuwahara has handled numerous kinds
of l it igat ion a nd d i s putes , b ot h domes t ic a nd

Background

- The University of Tokyo (LL.B., 2010)

international, with his main focus being intellectual
property and information technology law. He also
advises clients daily on general IP and IT-related
matters, including those related to regulations (e.g., in
the areas of telecommunications, cloud computing,

Hideaki Kuwahara

and personal information and privacy), and drafting

Admitted in Japan, 2012

"Getting the deal through - Cloud Computing 2019 –

Associate

Daini Tokyo Bar Association

licensing agreements. He has written a number of
books and articles concer ning his f ield such as:
Japan Chapter" (co-author, Law Business Research
Ltd, 2018) and "Series on Practical Issues of Corporate
Litigation: Patent Infringement Litigation" (co-author,
Chuokeizai-sha, Inc., 2018).

tel. +81-3-6266-8949

hideaki.kuwahara@mhm-global.com
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Kento Hirata / Associate
Kento Hirata is involved in a variety of matters
involving intellectual property, including those related
to copyright, patents, trademarks, cases involving the

Background

- Chuo University (LL.B., 2014)

- The University of Tokyo, School of Law (2015)

Unfair Competition Prevention Act, and IT and
enter ta inment related law.

He a lso engages in

domestic and international personal information
cases, Fintech-related cases, a nd domestic a nd

Kento Hirata
Associate

Admitted in Japan, 2016

Daini Tokyo Bar Association

international dispute resolution. He advises companies
on a daily basis in a wide range of fields, drawing on
his experience being seconded to manufacturers and
mass media companies. He has written numerous
books, the most recent being "EU Data Compliance for
Practitioners" (co-author, NBL Additional Volume
No.168, 2019).

tel. +81-3-6213-8154

kento.hirata@mhm-global.com

Shun Watanabe / Associate
Drawing on a background of study in engineering and
technology, Shun Watanabe engages mainly in matters
relating to information technology and intellectual

Background

- The University of Tokyo (B. Eng., 2012)

- The University of Tokyo, School of Law (J.D., 2015)

property, such as patents, trademarks and copyrights.
He has also been involved in various kinds of litigation
and disputes relating to technology that involve
infringement of intellectual property rights, system

Shun Watanabe
Associate

development issues and warranties against defects in
industrial products.

Admitted in Japan, 2016

Tokyo Bar Association

tel. +81-3-6213-8165

shun.watanabe@mhm-global.com
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Naofumi Tanaka / Patent Attorney
Naofumi Tanaka focuses on trademark and design
prosecution for both registrations in Japa n a nd
international registrations. He is currently engaged in
prosecution ser vices for trademark registrations,
advisory services regarding trademarks, oppositions,
and trials mainly for Japanese clients, including

Background

- Hosei University (LL.B., 1998)

- Okabe International Patent Office (1998-2009)
- Oda and Saito Associates (2009-2011)
- Jiro Tanaka & Associates (2011-2012)

- Okabe International Patent Office (2012-2017)
- Mori Hamada & Matsumoto (2017-)

Japa nese major cosmetics compa ny, motorcycle

Naofumi Tanaka
Patent Attorney

company, and confectionery company. He has vast
exper ience as a patent attor ney specializing in
trademarks.

Patent Attorney, 2011

tel. +81-3-5220-1851

naofumi.tanaka@mhm-global.com

Aya Watanabe / Patent Attorney

Aya Watanabe
Patent Attorney

Patent Attorney, 2013

Aya Watanabe's specialties are trademark and design.
She mainly engages in t radema rk sea rches a nd
procecutions of domestic and foreign trademark
a ppl ic at ion s .

B efore joi n i ng M or i H a m a da &

Matsumoto, she handled trademark matters in various
f ields , i ncludi ng food produc t s , consumable

Background

- Waseda University, the Faculty of Letters, A rts and
Sciences, majoring in Arts in Performance (B.A., 2004)

- employed by a private company (2004-2010)
- Yuasa and Hara (2011-2016)

- Kyowa Patent and Law Office (2016-2019)
- Mori Hamada & Matsumoto (2019-)

commodities, cosmetics, chemicals, pharmacenticals,
tele com mu n ic at ion s , m a c h i ner y, a rc h itec t u r a l
materials, finance, apparel, and property development,
at other major firms in Japan.

tel. +81-3-6266-8549

aya.watanabe.s@mhm-global.com
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Yuting Gao / Associate
Yuting Gao is well-versed in intellectual property
matters in China.

Utilizing her extensive legal

knowledge and sophisticated language skills, she has
a wealth of experience supporting Japanese companies

Background

- China University of Political Science and Law (LL.B.,
2008)

- Kyushu University Graduate School for Law (LL.M., 2012)
- with Wei Qixue Law Firm, China (2013-2016)

from the firm's Beijing Office in areas that include
trademarks (such as administrative raids, infringement
lawsuits, objections, complete retrials, trials for

Yuting Gao
Associate

Admitted in China, 2013

invalidation and cancellation, administrative lawsuits,
planning for application strategies, and evidence),
patents, utility models, designs (infringement lawsuits
and trials for invalidation), copyrights (infringement
lawsuits, administrative raids, and registration), and
disputes regarding domain names. In addition to
intellectual property matters, she handles a broad
range of corporate compliance matters and civil and
commercial dispute resolutions (including lawsuits,
arbitration, and mediation).

tel. +86-10-6590-9292

yuting.gao@mhm-global.com
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